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DETAILED ACTION 
Claim Objections 

1 . Claim 1 1 is objected to because of the following informality. On lines 5-7 of claim 11, 
replacing "long enough such that a local change to the pit row or mark row will not affect the main 
data from being reproduced correcdy such that the sub-data will be correcdy reproduced" with -a 
length by which the sub-data is correcdy reproduced in a case in which the main data is correcdy 
reproduced by an error correction code and a length by which the area to which one bit of the sub- 
data is allocated can be detected by optical observation- is suggested so that claim 1 1 is amended 
to match the amendments made to independent claims 1, 10, 20 and 28 and to go along with the 
arguments presented in the Remarks/Arguments section of the amendment filed October 26, 
2004. Appropriate correction is required. Claim 1 1 will be interpreted with as if the suggested 
amendment had been made in the prior art rejections below. If claim 1 1 was purposefully 
unamended, the prior art and 35 U.S.C. 112 rejections set forth in the previous Office action still 
apply. 

Claim Rejections - 35 USC§ 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in 
the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claims 1, 2 and 10-12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yamamoto etal (hereafter Yamamoto) (US 6,078,552). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 102(e). 
This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 CFR 
1 .132 that any invention disclosed but not claimed in the reference was derived from the inventor 
of this application and is thus not the invention "by another," or by an appropriate showing under 
37 CFR 1.131. 

In regard to claim 1, Yamamoto discloses an information recording apparatus in which in 
an information recording apparatus for recording main data (Fig. 1, element Dl) by forming a pit 
row or a mark row to an information recording medium by irradiating the information recording 
medium with a beam for recording, said information recording apparatus comprising: first 
modulating signal generating means (Fig. 1, element 14) for generating a first modulating signal in 
correspondence with the pit row or the mark row; second modulating means (Fig. 1, elements 8A, 
12, and 13) for generating a second modulating signal by modulating the first modulating signal by 
sub-data (Fig. 1, element SCI and Col. 4, lines 4-12) such that a pit or a mark of the pit row or the 
mark row is locally changed in accordance with a logical level of the sub-data (Figs. 2 and 3; Col. 2, 
lines 2-5; and Col. 4, lines 40-47); and beam modulating means (Fig. 1, element 8B) for 
modulating the beam for recording by the second modulating signal; wherein the second 
modulating means generates the second modulating signal by allocating one bit of the sub-data to 
the pit row or the mark row, the pit row or mark row having a predetermined minimum length to 
which one bit of the sub-data is allocated that is a length by which the sub-data is correctly 
reproduced in a case in which the main data is correctly reproduced by an error correction code 
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(see notes below) and a length by which the area to which one bit of the sub-data is allocated can 
be detected by optical observation (Fig. 15 and Col. 16, lines 58-64). It is noted the main data of 
Yamamoto is correcdy reproduced by an error correction code (Col. 4, lines 18-20; Col. 11, lines 
14-15; and Col. 14, lines 48-50 and 61-63). It is further noted that sub-data as correcdy 
reproduced (Fig. 13, element DC1 and Col. 11, lines 64-65). Therefore, the predetermined 
minimum length of the pit or mark row to which one bit of the sub-data is allocated is inherendy a 
length by which the sub-data is correcdy reproduced in a case in which the main data is correcdy 
reproduced by an error coiTection code. 

In regard to claim 10, Yamamoto discloses an information recording method, wherein in 
an information recording method for recording main data (Fig. 1, element Dl) by forming a pit 
row or a mark row on an information recording medium (Fig. 1, element 2) by irradiating the 
information recording medium with a beam for recording, said information recording method 
comprising: a step of generating a second modulating signal (Fig. 1, element SI) by modulating a 
first modulating signal (Fig. 1, element S2) in correspondence with a pit row or a mark row by 
sub-data (Fig. 1, element SCI and Col. 4, lines 4-12) in accordance with a logical level of the 
sub-data such that a pit or a mark of the pit row or the mark row is locally changed (Figs. 2 and 3; 
Col. 2, lines 2-5; and Col. 4, lines 40-47); and a step of modulating the beam for recording by the 
second modulating signal and irradiating the information recording medium with the modulated 
beam for recording (Co. 4, lines 54-60), wherein the second modulating signal is generated by 
allocating one bit of the sub-data to the pit row or the mark row, the pit row or mark row having a 
minimum predetermined length to which one bit of the sub-data is allocated that is a length by 
which the sub-data is correcdy reproduced in a case in which the main data is correcdy reproduced 
by an error correction code (see notes below) and a length by which the area to which one bit of 
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the sub-data is allocated can be detected by optical observation (Fig. 15 and Col. 16, lines 58-64). 
It is noted the main data of Yamamoto is correcdy reproduced by an error correction code (Col. 4, 
lines 18-20; Col. 1 1, lines 14-15; and Col. 14, lines 48-50 and 61-63). It is further noted that sub- 
data as correcdy reproduced (Fig. 13, element DC1 and Col. 11, lines 64-65). Therefore, the 
predetermined minimum length of the pit or mark row to which one bit of the sub-data is allocated 
is inherendy a length by which the sub-data is correcdy reproduced in a case in which the main 
data is correcdy reproduced by an error correction code. 

In regard to claim 11, Yamamoto discloses an information recording medium (Fig, 1, 
element 2), recorded with main data (Fig. 1, element Dl) by a pit row or a mark row, recorded by 
a process comprising recording sub-data (Fig. 1, element SCI and Col. 4, lines 4-12) by a local 
change of a pit or a mark of the pit row or the mark row and one bit of the sub-data is allocated to 
the bit row or the mark row (Figs. 2 and 3; Col. 2, lines 2-5; and Col. 4, lines 40-47), the pit row or 
mark row having a predetermined minimum length to which one bit of the sub-data is allocated 
that is a length by which the sub-data is correcdy reproduced in a case in which the main data is 
correcdy reproduced by an error correction code (see notes below) and a length by which the area 
to which one bit of the sub-data is allocated can be detected by optical observation (Fig. 15 and 
Col. 16, lines 58-64). It is noted the main data of Yamamoto is correcdy reproduced by an error 
correction code (Col. 4, lines 18-20; Col. 11, lines 14-15; and Col. 14, lines 48-50 and 61-63). It is 
further noted that sub-data as correcdy reproduced (Fig. 13, element DC1 and Col. 1 1, lines 64- 
65). Therefore, the predetermined minimum length of the pit or mark row to which one bit of the 
sub-data is allocated is inherendy a length by which the sub-data is correcdy reproduced in a case in 
which the main data is correcdy reproduced by an error correction code. 
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In regard to claims 2 and 12, Yamamoto '552 discloses that the predetermined minimum 
length is a length of 1 mm or more (Fig. 15). 

3. Claims 1, 4, 5, 8-11, 14, 15, 18-20, 23, 24 and 26-28 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Inazawa et al (hereafter Inazawa) (US 6,587,948). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 102(e). 
This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 CFR 
1 .132 that any invention disclosed but not claimed in the reference was derived from the inventor 
of this application and is thus not the invention "by another," or by an appropriate showing under 
37 CFR 1.131. 

In regard to claim 1, Inazawa discloses an information recording apparatus in which in an 
information recording apparatus for recording main data (Fig. 5, element Dl) by forming a pit row 
or a mark row to an information recording medium (Fig. 5, element 42) by irradiating the 
information recording medium with a beam (Fig. 5, element L) for recording, said information 
recording apparatus comprising: first modulating signal generating means (Fig. 5, elements 51 and 
52) for generating a first modulating signal (Fig. 5, element D3) in correspondence with the pit row 
or the mark row; second modulating means (Fig. 5 and 10, element 47) for generating a second 
modulating signal (Fig. 5, element S3) by modulating the first modulating signal by sub-data (Figs. 5 
and 10, element SCI) such that a pit or a mark of the pit row or the mark row is locally changed in 
accordance with a logical level of the sub-data (Fig. 15B and Col. 16, line 65-Col. 17, line 7); and 
beam modulating means (Fig. 5, element 46) for modulating the beam for recording by the second 
modulating signal; wherein the second modulating means generates the second modulating signal 
by allocating one bit of the sub-data to the pit row or the mark row, the pit row or mark row having 
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a predetermined minimum length to which one bit of the sub-data is allocated that is a length by 
which the sub-data is correctly reproduced in a case in which the main data is correctly reproduced 
by an error correction code (see notes below) and a length by which the area to which one bit of 
the sub-data is allocated can be detected by optical observation (Figs. 16 and 17 and Col. 13, lines 
60-64). It is noted the main data of Yamamoto is coiTecdy reproduced by an error correction 
code (Col. 8, lines 40-43 and Col. 13, lines 4-14). It is further noted that sub-data as correcdy 
reproduced (Col. 13, lines 60-64 and Col. 18, lines 45-47). Therefore, the predetermined 
minimum length of the pit or mark row to which one bit of the sub-data is allocated is inherently a 
length by which the sub-data is correcdy reproduced in a case in which the main data is correcdy 
reproduced by an error correction code. In addition, the area to which one bit of sub-data is 
allocated is detected by the optical observation of the optical system of Figs. 16 and 17. 

In regard to claim 4, Inazawa discloses that the second modulating means comprises: 
binary coefficient row generating means for generating a binary coefficient row with the first 
modulating signal as a reference (Fig. 10, element 63); disturbing means for generating a disturbing 
signal by disturbing the sub-data by the binary coefficient row (Fig. 10, element 64); and signal 
modulating means for generating the second modulating signal by modulating the first modulating 
signal by the disturbing signal (Fig. 10, element 77). 

In regard to claim 5, Inazawa discloses that the binary coefficient row is a binary coefficient 
row of M series (Fig. 10, element 63). 

In regard to claim 8, Inazawa discloses that the binary coefficient row generating means 
initializes the binary coefficient row at a constant period with the first modulating signal as a 
reference (Fig. 10, element 62). 
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In regard to claim 9, Inazawa discloses that the first modulating means generates the first 
modulating signal by ciphering the main data (Fig. 5, elements 51 and 52) and the sub-data is data 
necessary for deciphering the main data (Col. 9, lines 1 1-12). 

In regard to claim 10, Inazawa discloses an information recording method, wherein in an 
information recording method for recording main data (Fig. 5, element Dl) by forming a pit row 
or a mark row on an information recording medium (Fig. 5, element 42) by irradiating the 
information recording medium with a beam (Fig. 5, element L) for recording, said information 
recording method comprising: a step of generating a second modulating signal (Fig. 5, element S3) 
by modulating a first modulating signal (Fig. 5, element D3) in correspondence with a pit row or a 
mark row by sub-data (Figs. 5 and 10, element SCI) in accordance with a logical level of the 
sub-data such that a pit or a mark of the pit row or the mark row is locally changed (Figs. 5 and 10, 
element 47; Fig. 15B; and Col. 16, line 65-Col. 17, line 7); and a step of modulating the beam for 
recording by the second modulating signal and irradiating the information recording medium with 
the modulated beam for recording (Fig. 5, element 46), wherein the second modulating signal is 
generated by allocating one bit of the sub-data to the pit row or the mark row, the pit row or mark 
row having a minimum predetermined length to which one bit of the sub-data is allocated that is a 
length by which the sub-data is correctly reproduced in a case in which the main data is correctly 
reproduced by an error correction code (see notes below) and a length by which the area to which 
one bit of the sub-data is allocated can be detected by optical observation (Figs. 16 and 17 and Col. 
13, lines 60-64). It is noted the main data of Yamamoto is correcdy reproduced by an error 
correction code (Col. 8, lines 40-43 and Col. 13, lines 4-14). It is further noted that sub-data as 
correctly reproduced (Col. 13, lines 60-64). Therefore, the predetermined minimum length of the 
pit or mark row to which one bit of the sub-data is allocated is inherendy a length by which the sub- 
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data is correctly reproduced in a case in which the main data is correcdy reproduced by an error 
correction code. In addition, the area to which one bit of sub-data is allocated is detected by the 
optical observation of the optical system of Figs. 16 and 17. 

In regard to claim 1 1, Inazawa discloses an information recording medium (Fig. 5, element 
42), recorded with main data (Fig. 5, element Dl) by a pit row or a mark row, recorded by a 
process comprising recording sub-data (Figs. 5 and 10, element SCI) by a local change of a pit or a 
mark of the pit row or the mark row and one bit of the sub-data is allocated to the bit row or the 
mark row (Figs. 5 and 10, element 47; Fig. 15B; and Col. 16, line 65-Col. 17, line 7), the pit row or 
mark row having a predetermined minimum length to which one bit of the sub-data is allocated 
that is a length by which the sub-data is correcdy reproduced in a case in which the main data is 
correcdy reproduced by an error correction code (see notes below) and a length by which the area 
to which one bit of the sub-data is allocated can be detected by optical observation (Figs. 16 and 17 
and Col. 13, lines 60-64). It is noted the main data of Yamamoto is correcdy reproduced by an 
error correction code (Col. 8, lines 40-43 and Col. 13, lines 4-14). It is further noted that sub-data 
as correcdy reproduced (Col. 13, lines 60-64). Therefore, the predetermined minimum length of 
the pit or mark row to which one bit of the sub-data is allocated is inherendy a length by which the 
sub-data is correcdy reproduced in a case in which the main data is correcdy reproduced by an 
error correction code. In addition, the area to which one bit of sub-data is allocated is detected by 
the optical observation of the optical system of Figs. 16 and 17. 

In regard to claim 14, Inazawa discloses that the local change is formed in accordance with 
a disturbing signal disturbing the sub-data by a binary coefficient row (Fig. 10, element 63). 

In regard to claim 15, Inazawa discloses that the binary coefficient row is a binary 
coefficient row of M series (Fig. 10, element 63). 
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In regard to claim 18, Inazawa discloses that the binary coefficient row is initialized at a 
constant period with the pit row or the mark row as a reference (Fig. 10, element 62) . 

In regard to claim 19, Inazawa discloses that the main data is ciphered (Fig. 5, elements 51 
and 52) and recorded and the sub-data is data necessary for deciphering the main data (Col. 9, 
lines 11-12). 

In regard to claim 20, Inazawa discloses an information reproducing apparatus, wherein in 
an information reproducing apparatus for irradiating an information recording medium (Fig. 16, 
element 26) recorded with main data (Fig. 16, element Dl) by a pit row or a mark row with a laser 
beam and receiving a return beam to thereby reproduce the main data, said information 
reproducing apparatus comprising: reproduced signal generating means (Fig. 16, element P) for 
receiving the return beam and generating a reproduced signal (Fig. 16, element RF), a signal level 
of which is changed in accordance with the pit row or the mark row; main decoding means (Fig. 
16, elements 85, 86, and 88) for decoding the main data from the reproduced signal; sampling 
means (Fig. 17, element 97) for sampling the reproduced signal and outputting a sampling signal; 
and sub decoding means (Fig. 16, element 28 and Fig. 17, element 91) for reproducing sub-data 
(Fig. 17, element SCI) recorded by a local change in a pit or a mark of the pit row or the mark row 
by repeating to integrate the sampling signal for a predetermined time period (Fig. Ill and Fig. 
15B); wherein the sub decoding means is set with an integrating time period in correspondence 
with one bit of the sub-data as a time period by which the pit row or mark row have a minimum 
size to which one bit of sub-data is allocated that is a length by which the sub-data is correcdy 
reproduced in a case in which the main data is correctly reproduced by an error correction code 
(see notes below) and a length by which the area to which one bit of the sub-data is allocated can 
be detected by optical observation (Figs. 16 and 17 and Col. 13, lines 60-64). It is noted the main 
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data of Yamamoto is correctly reproduced by an error correction code (Col. 8, lines 40-43 and 
Col. 13, lines 4-14). It is further noted that sub-data as correcdy reproduced (Col. 13, lines 60-64). 
Therefore, the predetermined minimum length of the pit or mark row to which one bit of the sub- 
data is allocated is inherendy a length by which the sub-data is correcdy reproduced in a case in 
which the main data is correcdy reproduced by an error correction code. In addition, the area to 
which one bit of sub-data is allocated is detected by the optical observation of the optical system of 
Figs. 16 and 17. It is also noted that the detection unit (Fig. 16, element 28) is the same as the 
detection unit (Fig. 17, element 91). The adder (Fig. 17, element 100) and accumulator (Fig. 17, 
element 101) form an accumulative adder (Col. 15, lines 9-10) that integrates the sampling signal 
(Fig. 17, element RX) over a predetermined time period, controlled by the synchronization pattern 
detecting circuit (Fig. 17, element 93), in correspondence with one bit of the sub-data that is used 
to find the value of the sub-data (Fig. 17, element SCI). 

In regard to claim 23, Inazawa discloses that the information reproducing apparatus 
according to Claim 20, further comprises a binary coefficient row generating means for generating 
a binary coefficient row with the reproduced signal as a reference (Fig. 17, element 95); wherein 
the sub decoding means integrates the sampling signal in accordance with the binary coefficient 
row (Fig. 17, element 99). 

In regard to claim 24, Inazawa discloses that the binary coefficient row is a binary 
coefficient row of M series (Fig. 17, element 95). 

In regard to claim 26, Inazawa discloses that the binary coefficient row generating means 
initializes the binary coefficient row at a constant period with the reproduced signal as a reference 
(Fig. 17, element 94). 
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In regard to claim 27, Inazawa discloses that the main decoding means deciphers the main 
data based on the sub-data (Fig. 16, elements 30 and 88 and Col. 9, lines 1 1-12). 

In regard to claim 28, Inazawa discloses an information reproducing method, wherein in 
an information reproducing method for irradiating an information recording medium (Fig. 5, 
element 42) recorded with main data (Fig. 16, element Dl) by a pit row or a mark row with a laser 
beam and receiving a return beam to thereby reproduce the main data, said information 
reproducing method comprising: a step of decoding the main data from a reproduced signal (Fig. 
16, element RF) a signal level of which is changed in accordance with the pit row or the mark row 
provided by receiving the return beam (Fig. Ill; Fig 15B; Fig. 16, elements P, 85, 86, and 88); and 
a step of reproducing sub-data (Fig. 17, element SCI) recorded by a local change in a pit or a mark 
of the pit row or the mark row by repeating to integrate a sampling signal provided by sampling the 
reproduced signal for a predetermined time period (Fig. Ill; Fig. 15B; Fig. 16, element 28; and 
Fig. 17, element 91); wherein an integrating time period in correspondence with one bit of the 
sub-data is set to a time period by which the pit row or mark row have a minimum size to which 
one bit of the sub-data is allocated that is a length by which the sub-data is correcdy reproduced in 
a case in which the main data is correcdy reproduced by an error correction code (see notes 
below) and a length by which the area to which one bit of the sub-data is allocated can be detected 
by optical observation (Figs. 16 and 17 and Col. 13, lines 60-64), It is noted the main data of 
Yamamoto is correcdy reproduced by an error correction code (Col. 8, lines 40-43 and Col. 13, 
lines 4-14). It is further noted that sub-data as correcdy reproduced (CoL 13, lines 60-64). 
Therefore, the predetermined minimum length of the pit or mark row to which one bit of the sub- 
data is allocated is inherendy a length by which the sub-data is correcdy reproduced in a case in 
which the main data is correcdy reproduced by an error correction code. In addition, the area to 
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which one bit of sub-data is allocated is detected by the optical observation of the optical system of 
Figs. 16 and 17. It is also noted that the detection unit (Fig. 16, element 28) is the same as the 
detection unit (Fig. 17, element 91). The adder (Fig. 17, element 100) and accumulator (Fig. 17, 
element 101) form an accumulative adder (Col. 15, lines 9-10) that integrates the sampling signal 
(Fig. 17, element RX) over a predetermined time period, controlled by the synchronization pattern 
detecting circuit (Fig. 17, element 93), in correspondence with one bit of the sub-data that is used 
to find the value of the sub-data (Fig. 17, element SCI). 

Allowable Subject Matter 

4. Claims 6, 7, 16, 17, 21 and 25 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Response to Arguments 

5. Applicant's arguments filed October 26, 2004 with respect to Inazawa and Yamamoto have 
been fully considered but they are not persuasive. Inazawa and Yamamoto meet the claim 
limitations as specified in the rejections above. Applicant argues that Inazawa and Yamamoto do 
not specifically disclose or suggest a predetermined minimum length for a pit row or a mark row to 
which one bit of the sub-data is allocated. However, the claimed predetermined minimum length 
to which one bit of sub-data is allocated is interpreted as the minimum length by which both (a) 
correcdy reproduction of the sub-data when main data is correcdy reproduced by an error 
correction code and (b) detection by optical observation of the area to which one bit of the sub- 
data is allocated become possible. In both Inazawa and Yamamoto, both (a) and (b) occur, as 
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described in the claim rejections above, and are therefore possible. As a result, in both Inazawa 
and Yamamoto, one bit of sub-data is inherendy allocated to a pit or mark row having a 
predetermined minimum length by which (a) and (b) occur. 
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